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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 29 September 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) D Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E] Claim(s) ^2± is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 29 September 2003 is/are: a)D accepted or b)EI objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claims 1-21 have been examined. 

Drawings 

1 . Drawings filed September 9, 2003 are objected too for having shading too dark for 
patent literature. Figure 1 # 102, #1 18 and #124 are too dark for patent literature. 

Specification 

2. Both the Abstract and Title are under objection. Words like "method" and "system" 
should be removed. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useftil improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1 - 21 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. The current focus of the Patent Office in regard to statutory inventions 
under 35 U.S.C. § 101 for method claims and claims that recite a judicial exception (software) is 
that the claimed invention recite a practical application. Practical application can be provided by 
a physical transformation or a useful, concrete and tangible result. No physical transformation is 
recited and additionally, the final result of the claim is for probes in software which is not a 
tangible result because the results are not clearly claimed as being tangible embodied on a 
computer readable medium. The following link on the World Wide Web is for the United States 
Patent And Trademark Office (USPTO) policy on 35 U.S.C. §101. 

http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/guidelineslO 20051026.pdf 
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Applicant may believe claim 12 being hardware automatically makes the claim tangible. The 
current focus of the office is for the result to be stored on hardware or displayed on hardware. 

4. The presence of terms without proper support for one of ordinary skill in the art to know 
how to reduce to practice has resulted in claims 1 - 21 to be rejected as functional descriptive 
material. 

Claim Objections 

5. Claims 12 and 13 are objected to because of the following informalities: Both claims are 
dependent on themselves. Appropriate correction is required. See MPEP § 608.01 (n). 
Accordingly, the claims 12 and 13 not been further treated on the merits. In an effort to expedite 
prosecution the Examiner has made the claims dependent on claim 1 1 . 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 1 - 21 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. The invention provides 
enablement for inserting probes in JAVA code (client side) with a JIT compiler. The distinctions 
among the probe(s) is not clearly defined. 

8. Claims 1 - 21 are rejected under 35 U.S.C. 112, first paragraph, as based on a disclosure 
which is not enabling for how to implement the different types of probes is critical or essential to 
the practice of the invention, but not included in the claim(s) is not enabled by the disclosure. 



A 
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See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). The following are the 
Examiner's broadest interpretations in view of the 17 pages of the Specification. The Examiner 
was reading with every attempt to reason enablement from the disclosure. 
"Probe's context" - the probe's insertion location as it relates to the basic blocks (term in the 
art) of a computer program is enabled. 

"filter criteria" - Broadest interpretation in view of the Specification, location of insertion 
point. 

"Probe is a fast-path probe" - from page 1 1 the insertion point the user declares "dynamic 
conditions". Dynamic conditions stated to be two conditions if probe is operational. One being 
the probe is enabled and the second the probe is enabled based on context. The first condition is 
enabled. The second needs clarity and is not currently, considered enabled. 
"Probe is a timing probe" - A timestamp when control flow reaches (just prior) to the probe. 
This is enabled. 

"Semantics related solely to the probes guard swing" - Count of probes affected by change 
in a guard. The Specification continues to mention a low and high condition for a guard swing 
but the exact conditions for one of ordinary skill in the art to know how to reduce such a feature 
to practice are undefined and not enabled. 

"Semantic relate solely to the probe's context hardness" - The Specification mentions this 
means if a probe can be removed and states there are strong and weak types. Weak types can be 
removed and strong can not be removed. A nebulous example in the area of the Specification of 
the weak type is stated but does not clarify how one of ordinary skill in the art would reduce this 
to practice. Exactly, what constitutes a weak or strong type is undefined and not enabled. 
No art rejected is required for claim limitations lacking enablement. 
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Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1 - 21 are rejected under 35 U.S.C. 102(e) as being anticipated by USPN 6,721, 
941 Bl Morshed et al, filed August 22, 2000. Instrumentation of Morshed in the form of trace 
and profiling is the same as the applicant's "probes". 

Claim 1 

Morshed anticipates a method for analyzing the runtime behavior of a program given a set of 
one or more probes and points for inserting the probes for performing a specified inspection 
(Morshed, col 6, lines 61-67) , the method comprising: providing a compiler (Morshed, Figure 
2), with one or more of the following types of semantics about each probe: specifying probe's 
context (Morshed, the one required for claim 1, Figure 12, #410, Instrumentation DLL - contains 
location of insertion and col 7, lines 26 to 31), its filter criteria (Morshed, Figure 12, #410, 
Instrumentation DLL - contains location of insertion) , whether it is a fast-path probe (not 
enabled), whether it is a timing probe (Morshed, Figure 42, calculation of time ) 
, the probe's guard swing (not enabled) , the probe's context hardness (not enabled) , and the 
probe's temporal hardness (not enabled) ; and compiling the program with the one or more 
probes and the semantics (Morshed, col 7, lines 15 to 40). 
Examiner's Note 

One type of probe is all that is required in claim 1. Examiner selected probe's context. 
Claim 2 

The method of claim 1 , wherein the semantics relate solely to the probe's context. 
See the rejection for claim 1. 

Claim 3 

The method of claim 1 , wherein the semantics relate solely to the probe's filter criteria. 
See the rejection for claim 1. 
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Claim 4 

The method of claim 1, wherein the semantics relate solely to whether the probe is a fast-path 
probe. See the rejection for claim 1. 

Claim 5 

The method of claim 1 , wherein the semantics relate solely to whether the probe is a timing 
probe. See the rejection for claim 1. 

Claim 6 

The method of claim 1, wherein the semantics relate solely to the probe's guard swing. 
See the rejection for claim 1 . 

Claim 7 

The method of claim 1, wherein the semantics relate solely to the probe's context hardness. 
See the rejection for claim 1. 

Claim 8 

The method of claim 1 further comprising receiving one or more insertion points from a user 
indicating where to insert the native probes. (Morshed, as shown in Figure 12, Instrumentation 
of #410, and Native code #408 and Figure 20). 

Claim 9 

The method of claim 1 further comprising receiving an operation from the user encoded as a Java 
subroutine. (Morshed, as shown in Figure 12, Inherent for JAVA to support subroutines in 
classes #406 Class Instance). 

Claim 10 

The method of claim 9 further comprising receiving an operation from the user encoded as a 
native subroutine. (Morshed, as shown in Figure 12, Instrumentation of #410, and Native code 
#408 and Figure 20). 

Claim 11 

An information processing system comprising: an input/output device for receiving a program to 
be analyzed, a set of probes to be inserted in the probe, and probe semantics relating to the set of 
probes; and a processor for executing inserting the probes; and a memory for storing the 
information and the program to be analyzed, wherein the probe semantics include at least one of 
specifying probe's context, its filter criteria, whether it is a fast-path probe, whether it is a timing 
probe, the probe's guard swing, the probe's context hardness, and the probe's temporal hardness. 
See the rejection for claim 1 . 

Claim 13 

The system of claim 13 wherein the input/output device further comprises a network interface. 
(Morshed, figure 35, client server architecture). 
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Claim 14 

The system of claim 13 wherein the memory further comprises a compiler for compiling the 
program with the one or more probes and the information. (Morshed, figure 2, compiler and code 
and instrumentation). 

Claim 15 

A computer readable medium for analyzing the runtime behavior of a program given a set of one 
or more probes and points for inserting the probes for performing a specified inspection with 
minimal perturbation comprising instructions for: 

providing a compiler with one or more of the following types of semantics about each 
probe: specifying probe's context, its filter criteria, whether it is a fast-path probe, whether it is a 
timing probe, the probe's guard swing, the probe's context hardness, and the probe's temporal 
hardness; and compiling the program with the one or more probes and the semantics. 
See the rejection for claim 1 . 

Claim 16 

The computer-readable medium of claim 1 5 wherein the semantics relate solely to the probe's 
context. See the rejection for claim 1. 

Claim 17 

The computer-readable medium of claim 1 5 wherein the semantics relate solely to the probe's 
filter criteria. See the rejection for claim 1. 

Claim 18 

The computer-readable medium of claim 1 5 wherein the semantics relate solely to whether the 
probe is a fast-path probe. See the rejection for claim 1. 

Claim 19 

The computer-readable medium of claim 1 5 wherein the semantics relate solely to whether the 
probe is a timing probe. See the rejection for claim 1 . 

Claim 20 

The computer-readable medium of claim 1 5 wherein the semantics relate solely to the probe's 
guard swing. See the rejection for claim 1. 

Claim 21 

The computer-readable medium of claim 1 5 wherein the semantics relate solely to the probe's 
context hardness. See the rejection for claim 1. 

Claim Rejections - 35 USC § 103 
1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Morshed as per 
above in view of Berry USPN 6,728,955 Bl filed November 5, 1999. 

Rejection for claim 12 

Morshed in Figure 1 does not explicitly teach a CDROM. It is Berry who teaches a CDROM. 
Therefore, it would have been obvious to one of ordinary skill in the art to combine Morshed and 
Berry and distribute software on a CDROM, because CDROM drives are a simple way to 
distribute software. 
Claim 12 

The system of claim 12 wherein the input/output device further comprises a CDROM drive. 

Correspondence Information 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Todd Ingberg whose telephone number is (571) 272-3723. The 
examiner can normally be reached on during the work week.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (571) 272-3719. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). / 
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